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I. Specification 

I . The title of the invention may not be descriptive of the claimed invention since the claims 

appear to be directed to a cushion for a forklift and not the forklift/cushion combination. (See 
the section entitled " Claim Rejections - 35 USC § 112" below for a further discussion) A 
new title is required that is clearly indicative of the invention to which the claims are 
directed. 

II. Claim Objections 

1. Claim 8 is objected to because "mesh from minus 16 and plus 40" should read, -mesh of 

minus 16 plus 40- or -mesh from minus 16 to plus 40-. 

2. Claim 10 is objected to because "claim9" should read -claim 9-. 

3. Claim 13 is objected to because it fails to further limit parent claim 11. Claim 13 includes a 

"lower surface" equivalent to the "bottom surface" already recited in claim 1 1 . 

4. Claim 13 is objected to because it fails to further limit parent claim 11. Claim 13 includes "[a] 

load engaging surface [that] is semi-cylindrical", equivalent to the "semi-cylindrical load 
engaging surface" already recited in claim 1 1 . 

III. Claim Rejections - 35 USC S 112 

The following is a quotation from the relevant paragraphs of 35 U.S.C. 1 12: 

(2) The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 

1. Claims 1-16 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. 
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1.1. Claim 1 recites the limitation "the upright mounting arm' 5 in lines 12 and 13. There is 
insufficient antecedent basis for this limitation in the claim. 

1.2. Claim 1 recites the limitation "the parallel flanges" in linel3. There is insufficient 
antecedent basis for this limitation in the claim. 

1.3. With respect to claim 1 1, it is unclear whether applicant is claiming the combination 
or subcombination. 

1.4. With respect to claim 1 1, it is unclear whether applicant is claiming 1 or 2 cushions 
since line 12 refers to engagement with the arms. 

1.5. Claim 12 recites the limitation, "said upright mounting arms" in lines 3-4. There is 
insufficient antecedent basis for this limitation in the claim since only "an upright 
support arm" is set forth in the claim. 

1.6. Claim 13 recites the limitation, "said impact cushions" in line 1. There is insufficient 
antecedent basis for this limitation in the claim since only a single cushion has been 
previously set forth in the claim. 

1.7. Claim 14 recites the limitation, "said cushions" in line 1. There is insufficient 
antecedent basis for this limitation in the claim since only a single cushion has been 
previously set forth in the claim. 

1.8. Claim 15 recites the limitation, "said cushions" in line 2. There is insufficient 
antecedent basis for this limitation in the claim since only a single cushion has been 
previously set forth in the claim. 
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1.9. Claim 16 recites the limitation, "said cushions" in line 2. There is insufficient 
antecedent basis for this limitation in the claim since only a single cushion has been 
previously set forth in the claim. 

IV. Claim Rejections - 35 USC S 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis for 
the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign 
country or in public use or on sale in this country, more than one year prior to the date of 
application for patent in the United States. 

l.Claim(s) 11-13 and 15-16 is/are rejected under 35 U.S.C. 102(b) as being anticipated by 
GILLISPIE (US 6,242 5 070 B 1 ). 

1.1. With respect to claim 1 1, GILLISPIE discloses a molded monolithic body (Col. 2 Li. 
35), a semi-cylindrical load engaging surface (Fig. 4), an elongated flat mounting 
surface (38), a bottom surface (32), and a holding means (56)/(22). 

1.2. With respect to claim 12, GILLISPIE additionally teaches parallel flanges (28). 

1.3. With respect to claim 13, GILLISPIE additionally teaches a lower surface (32). 

1.4. With respect to claim 15, GILLISPIE additionally teaches semi-cylindrical (Fig. 4). 

1.5. With respect to claim 16, GILLISPIE additionally teaches flat and parallel (54). 

V. Claim Rejections - 35 USC S 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
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skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 

1. Claim(s) 1-2, and 4-10 is/are rejected under 35 U.S.C. 103(a) as being unpatentable over 

GILLISPIE (US 6,242,070 Bl) in view of MCCALL (US 5,639,072 A). 

1.1. With respect to claim 1, GILLISPIE discloses a load engaging surface (26), and a 
mounting surface (38). GILLISPIE fails to teach adhesive and a protective peel away 
sheet. MCCALL teaches adhesive (41) and a peel away sheet (41). It would have 
been obvious to one of ordinary skill in the art to modify GILLISPIE with the 
adhesive and peel away sheet of MCCALL to facilitate mounting the cushion. 

1.2. With respect to claim 2, GILLISPIE additionally teaches monolithic (Col. 2 Li. 35). 

1.3. With respect to claim 4, GILLISPIE additionally teaches a beveled bottom surface 
(Fig. 4). 

1.4. With respect to claim 5, GILLISPIE additionally teaches semi-cylindrical (Fig. 4). 

1.5. With respect to claim 6, GILLISPIE additionally teaches flat parallel surfaces 
(54)/(38). 

1.6. With respect to claim 9, GILLISPIE additionally teaches parallel flanges (28). 

1.7. With respect to claim 10, GILLISPIE additionally teaches straps (22). 

2. Claim(s) 3 is/are rejected under 35 U.S.C. 103(a) as being unpatentable over GILLISPIE (US 

6,242,070 Bl) in view of MCCALL (US 5,639,072 A) and further in view of MILLER (US 
3,080,080 A). 

2. 1 . With respect to claim 3, GILLISPIE fails to teach rubber. MILLER teaches rubber 
(Col. 2 Li 15). It would have been obvious to one of ordinary skill in the art to modify 
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GILLISPIE with the rubber of MILLER in order to absorb shock loads on the 
forklift. 

3. Claim(s) 7, 8 and 14 is/are rejected under 35 U.S.C. 103(a) as being unpatentable over 
GILLISPIE (US 6 5 242,070 Bl) in view of MCCALL (US 5,639,072 A) and fiirther in view 
of WAKEFIELD (US 3,896,059 A). 

3.1. With respect to claim 7, GILLISPIE fails to teach styrene butadiene. WAKEFIELD 
teaches styrene butadiene. Styrene butadiene is well-known in the art as a material 
suitable for bumpers and shock absorbers. (See, for example, HIROTA (US 6,099,055 
A), TOMS (US 6,093,468 A), MASUDA (US 5,525,675 A), CHEN (US 5,508,334 
A), and ABE (US 5,451,642 A)). It would have been obvious to one of ordinary skill 
in the art to modify GILLISPIE in view of MCCALL with styrene butadiene, as 
taught by WAKEFIELD, in order to absorb shock loads on the forklift. 

3.2. With respect to claim 8, GILLISPIE fails to teach particulate rubber. WAKEFIELD 
teaches particulate rubber. Particulate rubber is well-known in the art as a cost- 
effective and environmentally friendly material suitable for bumpers and shock 
absorbers. (See, for example, DE BIASE (US 6,120,871 A), DI BIASE (US 
5,658,633 A), BREDBECK (US 5,624,078 A), BREDBECK (US 5,522,559 A), and 
BROWN (US 5,506,274 A)). It would have been obvious to one of ordinary skill in 
the art to modify GILLISPIE in view of MCCALL with particulate rubber, as taught 
by WAKEFIELD, in order to absorb shock loads on the forklift. GILLISPIE fails to 
teach particulate of -16/+40 mesh and 5% to 20% binder. It is also well known in the 
art that the particle size used in recycled rubber compounds -can be varied to achieve 
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desired material properties, to facilitate handling or forming, or to reduce cost. For 
example, WAKEFIELD discusses that rubber particles may be reduced to any 
convenient particle size (Col. 2 Li. 41 et seq.). Furthermore, particulate rubber 
compositions have been commercially available in varying particle sizes, and used as 
a cushion, bumper, or shock absorber, since at least May 1 1, 2000 as evidenced by: 

http://web.archive.org/web/200005 1 1203359/http://www.rubberec 

ycle.com/crumb rubber.htm . 
It would have been obvious to one of ordinary skill in the art to modify 
GILLISPIE in view of MCCALL with a rubber having a mesh of -16/+40 in order to 
achieve shock absorption properties of the cushion appropriate for the intended load. 
It is also well known in the art that the percentage of binder used in the composition 
may be varied to achieve the desired material properties as discussed in 
WAKEFIELD Col 5, Li. 8 et seq. Additionally, Example IV in WAKEFIELD teaches 
a specific example of manufacture using a percentage by weight binder between 5% 
and 20%, i.e., 17%. It would have been obvious to one of ordinary skill in the art to 
modify GILLISPE in view of MCCALL with 5% to 20% binder in order to achieve a 
stiffness of the cushion appropriate for the intended load. 
3.3. With respect to claim 14, GILLISPIE additionally teaches a monolith. GILLISPIE 
fails to teach particulate rubber. WAKEFIELD teaches particulate rubber. Particulate 
rubber is well-known in the art as a cost-effective and environmentally friendly 
material suitable for bumpers and shock absorbers. {See, for example, DE BIASE (US 
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6,120,871 A), DI BIASE (US 5,658,633 A), BREDBECK (US 5,624,078 A), 
BREDBECK (US 5,522,559 A), and BROWN (US 5,506,274 A)). It would have 
been obvious to one of ordinary skill in the art to modify GILLISPIE in view of 
MCCALL with particulate rubber, as taught by WAKEFIELD, in order to absorb 
shock loads on the forklift. GILLISPIE fails to teach particulate of -16/+40 mesh and 
5% to 20% binder. It is also well known in the art that the particle size used in 
recycled rubber compounds can be varied to achieve desired material properties, to 
facilitate handling or forming, or to reduce cost. For example, WAKEFIELD 
discusses that rubber particles may be reduced to any convenient particle size (Col. 2 
Li. 41 et seq.). Furthermore, particulate rubber compositions have been commercially 
available in varying particle sizes, and used as a bumper or shock absorber, since at 
least May 11, 2000 as evidenced by: 

http://web.archive.org/web/2000051 1203359/http://www.rubberecvclexom/crum 
b rubber.htm . 

It would have been obvious to one of ordinary skill in the art to modify 
GILLISPIE in view of MCCALL with a rubber having a mesh of -16/+40 in order to 
achieve shock absorption properties of the cushion appropriate for the intended load. 
It is also well known in the art that the percentage of binder used in the composition 
may be varied to achieve the desired material properties as discussed in 
WAKEFIELD Col 5, Li. 8 et seq. Additionally, Example IV in WAKEFIELD teaches 
a specific example of manufacture using a percentage by weight binder between 5% 
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and 20%, i.e., 17%. It would have been obvious to one of ordinary skill in the art to 
modify GILLISPE in view of MCCALL with 5% to 20% binder in order to achieve a 
stiffness of the cushion appropriate for the intended load. 



VI. Conclusion 

1. The prior art made of record and not relied upon is considered pertinent to applicant's 

disclosure. 

2. Any inquiry concerning this communication or earlier communications from the examiner 

should be directed to Charles N. Greenhut whose telephone number is (571) 272-1517. The 
examiner can normally be reached on 7:30am - 4:00pm EST. 

3. If attempts to reach the examiner by telephone are unsuccessful, the examinees supervisor, 

Eileen D. Lillis can be reached on (571) 272-6928. The fax phone number for the 
organization where this application or proceeding is assigned is (571) 273-8300. 

4. Information regarding the status of an application may be obtained from the Patent 

Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status information 
for unpublished applications is available through Private PAIR only. For more information 
about the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on access 
to the Private PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 
(toll-free). 
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